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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Fam |y Pharnmacare Center, Inc.
Serial No. 75/327,773

James E. Bradley of Bracewell & Patterson, L.L.P.
for Fam |y Pharmacare Center, Inc.
Virginia T. |saacson, Trademark Exam ning Attorney, Law
Ofice 110 (Chris A F. Pedersen, Managi ng Attorney).
Bef ore G ssel, Hohein and Wendel, Adm nistrative Trademark
Judges.
Opi ni on by Wendel, Adm nistrative Tradenmark Judge:

Fam |y Pharmacare Center Inc. has filed an application
to register the mark FAM LY PHARVACARE for “retail pharmacy
services, featuring prescription drugs, nedicines, and
pharmalceuticals.”l[:|

Regi stration has been finally refused under Section

2(d) of the Trademark Act on the ground of |ikelihood of

confusion with the mark PHARVACARE, which is registered for

! Serial No. 75/327,773, filed July 18, 1997, clainming a first
use and first use in commerce date of March 8, 1993.
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“conputerized nedical history and prescription services” in
Class 42 and “adm ni stration of enpl oyee pharnmaceuti cal
benefits” in Oass 36.1] The refusal has been appeal ed and
bot h applicant and the Exam ning Attorney have filed
briefs. An oral hearing was not requested.

W nmeke our determ nation of |ikelihood of confusion
on the basis of those of the du Pont LFactors which are
relevant in view of the evidence of record. Two key
considerations in any analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or
dissimlarity of the goods or services with which the marks
are being used. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976); In re
Azt eca Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB
1999) .

Looking first to the marks, the Exam ning Attorney
mai ntai ns that the marks PHARVACARE and FAM LY PHARVACARE
create simlar overall commercial inpressions. She argues
that the term FAMLY in applicant’s mark sinply describes

the group for whomthe pharmaceutical services are being

> Registration No. 1,986,549, issued July 16, 1996, setting forth
a first use and first use in conmerce date of May 13, 1988.
3Inre E 1. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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provi ded, nmaki ng PHARMACARE t he dom nant portion of the
mar k.

Applicant contends that the presence of the term
FAMLY in applicant’s mark significantly changes the sound,
appearance and neaning of applicant’s mark from
registrant’s mark and consequently the commerci al
i npressions created by the two marks. Applicant argues
that FAM LY PHARMACARE, when used in connection with an
actual pharmacy | ocation conveys the inage of a |ocal shop,
wher eas PHARMACARE, when used in connection with a service
provi der marketing to health plans and enpl oyers conveys
the inmage of a major benefits managenent corporation.

Wiile it is true that marks nust be considered in
their entireties in determning |ikelihood of confusion,
when a newconer has appropriated the entire mark of a
regi strant and has added thereto a non-distinctive term
the marks are generally considered to be confusingly
simlar. In other words, if the dom nant portion of the
marks is the sane, then confusion is |ikely not-
wi t hstandi ng peripheral differences. See In re Denisi, 225
USPQ 624 (TTAB 1985) and the cases cited therein.

Here, while there are obvious differences in the
marks in their entireties in terns of sound and appear ance,

the presence of the additional term FAMLY in applicant’s
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mark is of mnimal significance in the overall comerci al
i npression created by the mark. The ter m PHARAMACARE
clearly is the dom nant portion of applicant’s mark, with
the term FAM LY being highly suggestive of those for whom
the services are being provided. As such, applicant has
done no nore than appropriate registrant’s nark and add a
non-di stinctive termthereto, which is not sufficient to
avoid a |ikelihood of confusion.

There are two exceptions which are nade to the general
rule set forth in Denisi: (1) where the comon portion is
not likely to be perceived as the source-di stinguishing
portion due to its descriptiveness or the comobnness of its
use, and (2) where the marks in their entireties convey
significantly different comrercial inpressions. Supra at
625.

Al t hough applicant argues that the first exception
applies here in that the term PHARMACARE i s weak or
descriptive, being “nerely a shorthand for pharnaceutica
care,” we do not agree. Applicant has presented no
evi dence of use of the tel escoped termby others in
connection with pharmaceutical services. Thus, for
pur poses of our analysis of the marks, we nust assune that
the term PHARMACARE is a coined term although suggestive

in nature of some aspect of pharmaceutical care, with no
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common use in the field. As such, PHARVACARE clearly
serves as a indicator of source.

Nor does the second exception apply. As previously
stated, the commercial inpression created by the term
PHARMACARE i s not significantly changed by the addition of
the term FAMLY. W find no reason whatsoever to adopt
applicant’s interpretations of the varying connotations of
the two marks. PHARMACARE renains a tel escoped term
conveyi ng the suggestion that the services with which it is
used i nvol ve sonme aspect of pharmaceutical care. The
presence of the additional term FAMLY in applicant’s mark
does not alter this connotation. The overall conmerci al
i npressions of the two marks are very simlar.

Turning to the services involved in this case, we note
the general principle that the issue of |ikelihood of
confusion nust be determ ned on the basis of the goods
and/ or services as identified in the application and in the
cited registration(s). Canadian |Inperial Bank of Comrerce
v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed.Cir.
1987). It is not necessary that the goods and/or services
of the applicant and registrant be simlar or even
conpetitive to support a holding of |ikelihood of
confusion. It is sufficient if the respective goods and/ or

services are related in sone manner and/or that the
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conditions surrounding their marketing are such that they
woul d be encountered by the sane persons under
ci rcunst ances that could, because of the simlarity of the
mar ks used thereon, give rise to the m staken belief that
they emanate, or are associated with, the sane source. See
In re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993)
and the cases cited therein.

Fromthe identifications of services in the
application and registration, we find that a sufficient
rel ati onshi p exists between the services of applicant and
registrant. Applicant offers “retail pharmacy services,”
whi ch obviously involves the filling of prescriptions.
Regi strant’s services include “conputerized prescription

services,” which would also involve the filling of
prescriptions. Although a distinction may be drawn bet ween
having one’s prescriptions filled at a retail store versus
obtaining the sane via an on-line or other form of
conputeri zed service, the service perfornmed is essentially
the sanme and the end result is the sane.

Applicant argues that registrant’s services are
directed to the nanagenent of enpl oyee pharnmaceuti cal
benefits as a part of an enployer’s health plan for its

enpl oyees and that only as a part of these services does

regi strant offer “conputerized nedical history and
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prescription services.” Applicant has submtted specinens
fromthe registration file which applicant clains show that
regi strant does not operate pharmacies or fil
prescriptions. Applicant contends that registrant sinply
mai ntai ns a network of pharmacists and pharnacies that are
“in the plan” for use by nenbers of the plan.

Looki ng at those speci nens, however, we note that
regi strant describes its services in connection with the
delivery of pharnmacy benefits as including not only an
“accredited retail pharnmacy network” but also “the option
of prescriptions-by-mail service.” Thus, even though the
pharmaci es to which registrant’s plan nenbers may go for
the filling of their prescriptions operate independently
fromregistrant and are nerely accredited by registrant, at
the sane tinme nmenbers have the option of having their
prescriptions filled directly by registrant through its
mai | order service. |In addition, the Exam ning Attorney
has made of record registrant’s Wbpage whi ch shows that
registrant offers to plan nenbers the option of “order your
prescriptions online” as well as “find a pharmacy near

you. Such as online service clearly exenplifies
registrant’s provision of “conputerized prescription

services” as part of its own services, and that its
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services are not limted to referral to participating
phar maci es.

It is true that distinctions may be nmade between the
channels of trade for the two services, in that applicant’s
services involve a retail store, whereas registrant’s
conput eri zed services may be offered over the Internet or
as part of its mail order service.

We cannot agree with applicant’s argunent, however,
that a distinction can al so be nade between the consuners,
on the prem se that registrant’s services are nmarketed only
to an enpl oyer who wi shes to offer pharmaceutical benefits
to its enployees and that pharmacy referral services are
sinply part of registrant’s function as a benefits
managenent conpany. Wiile registrant may nmarket its
pharmaceutical benefit plan to enployers, the ultinmate
consuners of the benefits are the plan nenbers, the
enpl oyees. These enpl oyees will encounter registrant’s
mar k PHARMACARE whi | e t aki ng advant age of the
phar maceuti cal benefits offered by the plan, one of which
is the option of ordering prescriptions directly from
regi strant through a conputerized prescription service.
These very sane persons may well encounter applicant’s mark
FAM LY PHARMACARE shoul d they elect the other option

nanely, filling their prescriptions in a retail pharnmacy.
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We have no doubt but that, because of the simlarity of the
respective marks, confusion as to source is |ikely.

The only other factor raised by applicant is that of
the lack of actual confusion, despite concurrent use for
nearly eight years. W can give little weight to this
fact, however, under the present circunstances. 1In the
first place, registrant has not had the opportunity to be
heard fromon this point. See In re National Novice Hockey
League, Inc., 222 USPQ 638 (TTAB 1984). Second, we have no
information as to the extent of pronotion or use by
applicant of its mark or whether it operates nore than one
phar macy, in other words, whether there has been any real
opportunity for confusion. See Gllette Canada Inc. v.
Ranir Corp., 23 USPQ2d 1768 (TTAB 1992).

Accordingly, on the basis of the simlarity of the
overall commercial inpressions of the marks PHARVMACARE and
FAM LY PHARMACARE and the relationship found to exi st
bet ween registrant’s conputerized prescription services and
applicant’s retail pharmacy services, we find that
confusion is likely to result from contenporaneous use of
t he marKks.

Decision: The refusal to register under Section 2(d)

is affirned.
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